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REMARKS 

ISSUES 

(1) The examiner omitted one or more elements recited in the claims 12-3 1 and 33-50 that are 
needed for a prima facia rejection, and/or 

(2) There is a clear error in the examiner's rejection of claims 12-31 and 33-50. 
ARGUMENTS 

1, Examiner Omitted One or More Elements Needed for a Prima Facia Rejection 

A. Claims 12-15, 33-37, 39-46. and 48-50 

In regards to claims 12-15 and 33-37, said claims include the limitation of "each of said 
adapter card interfaces having an arrangement of inputs and outputs to functionally mate to an 
ATM adapter card and to functionally mate to a SONET adapter card." Claims 45-46 and 48-50 
include the limitation of "functional mating means that functionally mate to an ATM adapter 
card and that functionally mate to a SONET adapter card." Such elements are absent from the 
cited Noh reference. 

The examiner has not identified any disclosure in Noh to support his assertion that Noh 
discloses adapter card interfaces having an arrangement of inputs and outputs to functionally 
mate to an ATM adapter card and to functionally mate to a SONET adapter card, (e.g., see 
3/29/05 Office Action page 3, lines 12-16). Rather, the examiner draws an unsubstantiated 
conclusion about what is disclosed in the ATM transport scheme of Fig. 5 A of Noh. The 
examiner merely states that "there is rely traffic" and then paraphrases the applicants' claim 
language in an improper attempt to allege disclosure of applicants noted claim limitation, (e.g., 
see 3/29/05 Office Action page 9, line 20 to page 10, line 2). 
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Nothing in Noh describes, teaches or suggests the use of adapter cards or the ability of 
the scheme to functionally mate one arrangement of input/outputs to two different cards. 
Furthermore, it is submitted that Fig. 5A of Noh discloses that two separate fabrics, both an STM 
cross connect fabric 30 and an ATM fabric 85, are needed in the hybrid scheme to combine both 
STM and ATM traffic. Accordingly, separate switch cards (via fabric 30 and fabric 85) are 
needed to interface with the ATM channel and the STM channel. Figure 5 A of Noh shows a 
conceptual view of its STM/ATM VP (VPX) cross-connect fabrics. There are no details given 
on how the backplane is expected to provide cross-connecting traces, whether at STM level, 
ATM cell level or at the VP layer between the STM and ATM modules. Nothing in Noh 
discloses that STM fabric 30 can be coupled to an ATM channel or that ATM fabric 85 can be 
coupled to an STM channel. 

B. Claims 21 and 27-30 

In regards to claims 21 and 27-30, the examiner has not provided any supporting citation 
to Noh to support his assertion that Noh discloses integrating a first backplane into an ATM 
system that does not comprise any SONET switch cards and integrating said second backplane 
into a SONET system that does not comprise any ATM switch cards, (e.g., see 3/29/05 Office 
Action page 4, lines 5-15). Rather, the examiner draws an unsubstantiated conclusion about 
what is disclosed in the ATM transport scheme of Fig. 5A of Noh. It is submitted that Noh is 
completely silent as to its backplane. Furthermore, it appears any purported disclosure of a 
backplane in Noh would comprise both the ATM switch cards and STM switch cards as shown 
in Fig. 5 A of Noh. 
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C. Claim Rejections under 35 U.S.C. §103(a) 

Claims 16-20, 38, and 47 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Noh. Claims 16-20 depends from claim 12, claim 38 depends from claim 33 
and claim 47 depends from claim 45. For reasons similar to those given above with respect to 
the rejections under 35 U.S.C. § 102(e), it is submitted that 16-20, 38, and 47 are patentable over 
Noh under 35 U.S.C. § 103(a). 

Claims 22-26 have been rejected under 35 U.S.C. 103(a) as being unpatentable over Noh 
in view of Tabu. Applicants respectfully disagree with the Office Action's characterization of 
the references and submit that Tabu fails to cure the deficiencies noted above with respect to 
claim 21 and, therefore, claims 22-26 are patentable over the cited references. 

Claim 31 has been rejected under 35 U.S.C. 103(a) as being unpatentable over Noh in 
view of the admitted prior art disclosed in the specification in pages 1-9. Applicants respectfully 
disagree with the Office Action's assertions and submit that for reasons similar to those given 
above with respect to claim 21, it is submitted that dependent claim 31 is patentable over Noh. 

2. Clear Error in the Examiner's Rejection 

A, No Inherency Argument Nor Rational or Evidence Provided in Support thereof. 

The Examiner has not argued that applicants' noted claim limitations are inherently 
disclosed by Noh and has failed to address applicants' argument on this point (see Applicants' 
Response to Office Action, 1/12/04, page 14, lines 22-25). If the Examiner is to purport that 
applicants' noted claim limitations are inherently disclosed by Noh, it is submitted that the 
Examiner has failed to provide a rational or evidence tending to show inherency (see MPEP 
21 12. IV). The Examiner was respectfully reminded that the fact that a certain characteristic may 
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be present in a reference is not sufficient to establish the inherency of such. Inherency may not 
be established by probabilities or possibilities. (See MPEP 21 12). 

B. Noh Reference Does Not Provide an Enabling Disclosure 

It is also submitted that claim limitations cannot be anticipated by a prior art reference if 
the allegedly anticipatory disclosures cited as prior art are not enabling. Elan Pharmaceuticals, 
Inc. v. Mayo Foundation for Medical Education and Research , 346 F.3d 1051, 1054 (Fed. Cir. 
2003). The examiner's reliance on Figure 5 A of Noh is not an enabling disclosure to operate as 
prior art for the purpose purported by the examiner. 

REQUEST FOR PANEL DECISION FOR FINDING 3 THAT THE APPLICATION IS 
ALLOWED ON THE EXISTING CLAIMS . 

In conclusion, applicants respectfully submit that in view of the arguments, the 
application is allowable on the existing claims. 

If there are any additional charges, please charge our Deposit Account No. 02-2666. 



Respectfully submitted, 





Darnel E. Ovanezian ^ 
Registration No. 41,236 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 720-8300 



Serial No.: 09/346,110 



Page 5 of 5 



